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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
23, 2009 has been entered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which It Is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his Invention. 

3. Claims 8-9 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. The newly added limitation in claim 8, states that 
the locking mechanism is integrally formed with the proximal body, is considered new 
matter since the original disclosure does not state that this components are integrally 
formed. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 15, 19, and 21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Schwartz et al. (US 6,293,961). 

Schwartz discloses a distal body portion (20, distal portion), a proximal body 
portion (24) with opposed gripping portions (36 and 37) defining a suture receiving 
aperture (30) transverse to the longitudinal axis, a channel (22), the anchoring member 
includes an annular ring (distal most portion of 20 is an annular ring), a locking 
mechanism (36 and 37 portions that lock into each other, also disclosed are multiple 
teeth and grooves, one set could be the gripping portions and another set the locking 
mechanism), and in the open position the proximal portion is non-circular and is circular 
in the closed position (Fig. 9). The locking mechanism contains a male/female 
engagement mechanism (Fig. 9). The suture anchor is bioabsorbable (Col. 2 Lines 25- 
31 ). The suture has two ends and the second end is receivable in the aperture in the 
open position. A loop is formed as seen in Fig. 1 . 

With respect to the "adapted to" statement, it has been held that the recitation 
that an element is "adapted to" perform a function is not a positive limitation but only 
requires the ability to so perform. It does not constitute a limitation in any patentable 
sense. In re Hutchison, 69 USPQ 138. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 and 6-12 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Smith (2003/0088272). In view of Schwartz et al. (US 6,293,961). 

Claim 1: 

Smith discloses a suture anchor for insertion into a body tissue cylindrical bone 
hole to anchor a suture to the body tissue bone (Fig. 1 and [0003]), the suture anchor 
(16, 18) comprising: a distal body portion (15) defining a longitudinal axis (Fig. 2), the 
distal body portion having a diameter sufficient to fit in said bone hole (Fig. 1 ), being 
insertable into the body tissue bone hole and defining a radially outwardly projecting 
anchoring member (distal portion of 2) operable to retain the suture anchor in the body 
tissue bone hole (Fig. 1 and [0049]); and a proximal body portion (26) integrally formed 
with and extending longitudinally from the distal body portion (Fig. 2 where it extends by 
legs 31 and 33), the proximal body portion having opposed gripping portions (40, 50) 
([0050] first sentence, [0052]), and Fig. 2) moveable transversely between an open 
position (Fig. 2C) and a closed position (Fig. 1), the gripping portions defining a 
transverse suture receiving aperture (combination of 35 and 60) between them for 
receiving at least one transversely oriented suture (a portion of the suture is oriented 
transversely as seen in Fig. 2D, in addition the device is capable of holding a transverse 
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suture directly at tlie gripping portion), the aperture being relatively larger and able to 
receive the suture (10) in two-way, free sliding relationship when the gripping portions 
are in the open position (Fig. 2) and the aperture being relatively smaller and able to 
grip the suture in gripping relationship when the gripping portions are in the closed 
position ([0052]-[0053] and [0056]), the proximal body portion being responsive to 
insertion into the bone hole (Fig. 1 and [0055]) to move the gripping portions from the 
open to the closed position as the suture anchor is pushed into the bone hole (Fig. 1 
and [0055]-[0056]), wherein the proximal body portion has a maximum transverse 
dimension in the open position (Fig. 2C), the proximal body portion has a smaller 
maximum transverse position in the closed position (Fig. 1 since the legs (31 and 33) 
are compressed inside the bone), and the anchoring member has a maximum 
transverse dimension smaller than the maximum transverse dimension of the proximal 
body portion in the open position (Fig. 1 and 2 where the proximal body portion ends at 
point 4 which is larger than 2). 

The examiner would like to note that the claim contains several statements that 
are intended use of the device, it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate 
the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Smith teaches all the claimed limitations discussed above however. Smith does 
not disclose that the suture is prevented from moving in any direction when the gripping 
portions are in a closed position. 
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Schwartz discloses a distal body portion (20, distal portion), a proximal body 
portion (24) with opposed gripping portions (36 and 37) defining a suture receiving 
aperture (30) transverse to the longitudinal axis, a channel (22), the anchoring member 
includes an annular ring (distal most portion of 20 is an annular ring), a locking 
mechanism (36 and 37 portions that lock into each other, also disclosed are multiple 
teeth and grooves, one set could be the gripping portions and another set the locking 
mechanism), and in the open position the proximal portion is non-circular and is circular 
in the closed position (Fig. 9). The locking mechanism contains a male/female 
engagement mechanism (Fig. 9) and once the locking mechanism is closed so the 
gripping portion crimp the suture, the suture will be prevented from moving in any 
direction. 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to provide Smith with a locking mechanism that would prevent 
the suture from moving in any direction in view of the teachings of Schwartz in order to 
be able to secure the suture in the bone and maintain a tension on the suture while 
preventing it from being pulled out. 

Claim 6: Smith discloses that the proximal body portion includes at least one channel 
(the portions that connect 60 to 35) angling away from the aperture to receive the suture 
in a recessed protected position (Fig. 2). 

Claim 7: That the anchoring member comprises at least one annular ring transverse to 
the longitudinal axis of the distal body portion (see Fig. below) . 
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FIG. 2B 

Claims 8 and 9: 

Smitii teaclies all the claimed limitations discussed above however, Smith does 
not disclose a locking mechanism comprises a first portion defining a lock projection 
and a second portion defining a lock recess for receiving the lock projection. 

Schwartz discloses a locking mechanism (36 and 37 portions that lock into each 
other, also disclosed are multiple teeth and grooves, one set could be the gripping 
portions and another set the locking mechanism) that is integrally formed (Fig. 9). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to provide Smith with a locking mechanism as the one taught 
by Schwartz in order to be able to secure the suture in the bone. 

With respect to the locking mechanism being integrally formed, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to make the locking mechanism integral with the body, since it has been held that 
forming in one piece an article which has formerly been formed in two pieces and put 



Application/Control Number: 10/712,285 Page 8 

Art Unit: 3773 

together involves only routine skill in the art. Howard v. Detroit Stove Works, 150 U.S. 
164(1893). 

Claim 10: The aperture is elongated longitudinally to receive at least two suture ends 
extending transversely and spaced longitudinally within the aperture (Fig. 2D). 
Claim 11: The aperture is elongated transversely to receive at least two suture ends 
extending transversely and spaced longitudinally within the aperture (Fig. 2D). 
Claim 12: A suture (10) wherein the suture has first and second ends, the first end 
being fixed to the suture anchor and the second end being receivable by the aperture in 
the open position to form a sliding suture loop, the second end being gripped by the 
aperture in the closed position to form a fixed suture loop (Fig. 1 ). 

Response to Arguments 

8. Applicant's arguments with respect to Smith reference not preventing the 
movement of the suture in any direction have been considered but are moot in view of 
the new ground(s) of rejection. 

9. Applicant's arguments filed March 23, 2009 have been fully considered but they 
are not persuasive. 

Regarding the Smith reference, applicant argues that the Smith reference does 
not show that the transverse dimension on the anchoring member is smaller than the 
transverse dimension of the proximal portion. The examiner, disagrees, as explained in 
the rejection above, the proximal portion ends at point 4 which has a larger transverse 
dimension than the distal portion of 2 which is the anchoring member. 
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In addition, applicant argues that the Smith reference does not have a suture 
transversely oriented relative to the longitudinal axis of the suture anchor, the examiner 
disagrees since a portion of the suture is transversely oriented in the suture anchor as 
seen in Fig. 2D. 

1 0. With respect to the Schwartz reference, applicant should submit an argument 
under the heading "Remarks" pointing out disagreements with the examiner's 
contentions. Applicant must also discuss the references applied against the claims, 
explaining how the claims avoid the references or distinguish from them. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIANNE DORNBUSCH whose telephone number is 
(571)270-3515. The examiner can normally be reached on Monday through Thursday 
7:30 am to 5:00 pm Eastern. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571 ) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/D. D./ 

Examiner, Art Unit 3773 

/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 



